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-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply Is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S. C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent temn adjustment. See 37 CFR 1 .704(b). 

Status 

1 )D Responsive to communication(s) filed on . 

2a)n This action is FINAL. 2b)S This action Is non-final. 

3) n Since this application is in condition for allowance except for formal nnatters, prosecution as to the merits Is 

closed In accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Clalm(s) 14-17 Is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) IEI Claim(s) 14-17 \slare relected. 

Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 7lie specification is objected to by the Examiner. 

10)H The drawing(s) filed on/^/^ is/are: a)n accepted or b)[0Mjected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 
1 1 )n The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority uilder 35 U.S.C. § 119 

12)[7j AckFfowledgment Is made>c^f a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f) 
a)Cg^ll b)n Some * c)[tj'None of: 

1 Certified copies of the priority documents have been received. 

2. [m Certified copies of the priority documents have been received in Application No 

3. n Copies of the certified copies of the priority documents have been received in this 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) K Notice of References Cited (PTO-892) 

2) n Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO-1 449 or PTO/SB/08) 

Paper No(s)/Mail Date . 




4) □ InterviewrSummiry (PTO-413) 

Paper No(s)/Mail Date. . 

5) □ Notice of Infonmal Patent Application (PTO-1 52) 

6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 1-04) 
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DETAILED ACTION 



Drawings 

INFORMATION ON HOW TO EFFECT DRAWING CHANGES 



Replacement Drawing Sheets 

Drawing changes must be made by presenting replacement figures which incorporate the desired 
changes and which comply with 37 CFR L84. An explanation of the changes made must be 
presented either in the drawing amendments, or remarks, section of the amendment. Any 
replacement drawing sheet must be identified in the top margin as "Replacement Sheet" and 
include all of the figures appearing on the immediate prior version of the sheet, even though only 
one figure may be amended. The figure or figure number of the amended drawing(s) must not be 
labeled as "amended." If the changes to the drawing figure(s) are not accepted by the examiner, 
applicant will be notified of any required corrective action in the next Office action. No further 
drawing submission will be required, unless applicant is notified. 

Identifying indicia, if provided, should include the title of the invention, inventor's name, and 
application number, or docket number (if any) if an application number has not been assigned to 
the application. If this information is provided, it must be placed on the front of each sheet and 
centered within the top margin. 

Annotated Drawing Sheets 

A marked-up copy of any amended drawing figure, including annotations indicating the changes 
made, may be submitted or required by the examiner. The annotated drawing sheets must be 
clearly labeled as "Aimotated Marked-up Drawings" and accompany the replacement sheets. 

Timing of Corrections 

Applicant is required to submit acceptable corrected drawings within the time period set in the 
Office action. See 37 CFR 1.85(a). Failure to take corrective action within the set period will 
result in ABANDONMENT of the application. 

If corrected drawings are required in a Notice of Allowability (PTOL-37), the new drawings 
MUST be filed within the THREE MONTH shortened statutory period set for reply in the 
"Notice of Allowability." Extensions of time may NOT be obtained imder the provisions of 37 
CFR 1.136 for filing the corrected drawings after the mailing of a Notice of Allowability. 
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1 . The proposed drawing amendment can not be entered because the applicant fails to 
provide a mark-up copy of the amended figure. Mark-up copy of the amended figure(s) is 
required. 

Claim Objections 

The numbering of claims is not in accordance with 37 CFR 1.126 which requires the 
original numbering of the claims to be preserved throughout the prosecution. When claims are 
canceled, the remaining claims must not be renumbered. When new claims are presented, they 
must be numbered consecutively beginning with the number next following the highest 
numbered claims previously presented (whether entered or not). The specification was filed 
without claims 1-13. The applicant has indicated that claims 1-13 are cancelled. Claims 14-17 
are the only claims presented in this specification. Thus it is assume that claims 1-13 do not 
exist, and that claims 14-17 are misnumbered. 

Misnumbered claims 14-17 have been renumbered as claims 1-4. 



Double Patenting 

1 . The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude'* granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In reLongU 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compKance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attomey or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fixUy comply with 37 
CFR 3.73(b). 
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2. Claims 14-17 are rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claims 1-3 of U.S. Patent No. 6,346,951. Although 
the conflicting claims are not identical, they are not patentably distinct from each other because 
the claimed limitation registration process for registering the jukebox with the server, and the 
process for checking the whether the jukebox has been registered with the server prior to placing 
the jukebox in service registration is inherently included, or would have been obvious, in the 
patented claim 1 limitation "a server remote from said jukebox device that can be accessed by 
said jukebox device through said distribution network, wherein said server maintains a master 
database of songs and graphics that can be selectively downloaded to said jukebox device for 
storage in said local memory''. Dependent claims 16 and 17 are also duplicates of the patent 
claims 1 and 3, respectively. 

Claim Rejections - 35 USC §102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351 (a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

4. Claims 14-17 are rejected under 35 U.S.C. 102(e) as being anticiapted by US patent 
#5,963,916 (Kaplan). 

- As for claim 14: Kaplan teaches a jukebox system comprising: 
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a jukebox device including a microprocessor, a local computer memory that 
maintain a database of digitized songs of various artists and related graphical items 
corresponding to album covers associated with each the digitized songs, a display for 
displaying video, an audio arrangement providing audio, a communication system for 
enabling the jukebox device to communicate with an audio and graphic distribution 
network, and a multitasking operating system that enables simultaneous operation of the 
microprocessor, the display, the audio arrangement, and the communicationsystem, 
wherein the jukebox is operable to play the digitized songs from the local memory in 
response to a user's reuest, and wherein the jukebox is provided with a registration 
procedure that check whether the jukebox has been registered to play songs stored in the 
local memory (see Summary of the invention; figure 2), and 

a server maintaining a master database 60 remote from the jukebox and accessible 
by the jukebox for downloading stored songs and graphics to the jukebox, 

a touchscreen interface for selecting song and displaying of songs and graphical 
item corresponding to the selected song (figures 11-14), 

a display screen for displaying album covers and scroll buttons for scrolling the 
display (figures 17-18), 

wherein upon touch selection of a displayed album, the system displays the 
selected album cover 255, a list of songs 260-264 associated with the displayed cover, 
selectable graphical item 258 for displaying any additional album covers of the same 
artist as the selected album cover. 
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The registration process and checking of registration is inherently included in 
Kaplan's teaching of establishing telecommunication link to the network (4:219-31) and 
access control (10:19-50). 

- As for claim 15: The user interface is operable, by activating button 258, to display 
graphical items representing any additional album covers of the same artist as the 
selected album cover for which song exist on the local computer memory (13:32-46). 

- As for claim 16: Upon selection of a displayed additional album cover of the same 
artist, the user interface is operable, by activating Album Preview, Back Track, and 
Related Albums buttons to display the newly selected cover, a list of song on the local 
computer memory that exist on the album represented by the newly selected album 
cover of the same artist as the newly selected album cover for which song exist on the 
local computer memory. 

- As for claim 17: Figure 17 display up to a predetermined number of additional 
covers of the same artist from a list of additional album covers, and UP/DOWN 
button for scrolling through the list of additional album cover. 

Priority 

5. AppUcant cannot rely upon the foreign priority papers to overcome this rejection because 
a translation of said papers has not been made of record in accordance with 37 CFR 1 .55. See 
MPEP§ 201.15. 
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6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ba Huynh whose telephone number is (703) 305-9794. The 
examiner can normally be reached on Mon - Fri. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Cabeca can be reached on (703) 308-31 16. The fax phone number for the 
organization where this apphcation or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published apphcations 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
apphcations is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Ba Huynh 
Primary Examiner 
AU2173 
2/20/04 




